
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 2231 3- USD 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. | 


CONFIRMATION NO. 


10/518,020 


12/15/2004 


Yutaka Yoshida 


263148US90PCr 


4905 



22850 7590 04/05/2007 

OBLON, SPI VAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRL\, VA 22314 



EXAMINER 



BALDWIN, GORDON 



ART UNIT 



PAPER NUMBER 



1775 



SHORTENED STATUTORY PERIOD OFRESPONSE 



I 



NOrrnCATlONDATB 



DELIVERY MODE 



3 MONTHS 04/05/2007 ELECTRONIC 

Please find below and/or attached an Office conununication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailmg date of this communication. 

Notice of this Office communication was sent electronically on the above-indicated "Notification Date" and 
has a shortened statutory period for reply of 3 MONTHS from 04/05/2007. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

patentdocket@oblon.com 

oblonpat@oblon.com 

jgardner@oblon.com 



PTOL-90A (Rev. 10/06) 



f 



Office Action Summary 


Application No. 

10/518,020 


Applicant(s) 

YOSHIDA. YUTAKA 


Pva minor 

Gordon R. Baldwin 


Art Unit 

1775 





» The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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Disposition of Claims 

4) S Claim(s) 7-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 7-12 is/are rejected. 

Claim{s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)KI The drawing(s) filed on 15 December 2004 is/are: a)S accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 7 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. It is not understood what is meant by amorphous silicon in 
claim 7, because the specification states that the amorphous silicon has a crystalline 
structure (Para. 29), however in Webster's dictionary, the term amorphous is taken to 
mean, "without a clear or apparent crystalline form; uncrystallized. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the invention was made. 

Claims 7-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Higuchi (U.S. Pat. No. 4,293,357) and further in view of Yoshinori (EPO Appl. No. 

03188191). 

Consider claims 7-11, Huguchi teaches a honeycomb body made of a ceramic 
material (Silicon carbide) where the honeycomb structure (which is considered to be 
made up of a plurality of prismatic ceramic members because they are in a prismatic 
shape) has a plurality of through-holes side-by-side in a longitudinal direction through 
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partition walls and sealing either on of the end portions of the through holes. (Fig, 3-5, 
Col. 1 lines 22-63, Col. 2 lines 22-40 and Col. 3 lines 17-32) As shown in figures 3-5, 
the through-holes are plugged at one end portion or the other end portion in a 
systematic fashion so that a through-holes the is plugged in the upper portion of the 
through hole is placed next to a through-hole that is plugged in' a lower portion of the 
honeycomb structure. 

Huguchi does not teach the use of a amorphous silicon in the forming of a 
ceramic block. However, Yoshinori teaches the making of a composite body with a 
combination of silicon carbide and metallic silicon into a formed body which can be used 
to make a SiC-Si honeycomb structure (considered to be porous) to be used as a 
combustion catalyst structure base material. (Para. 14-15 and abstract) It would have 
been obvious to a person of ordinary skill in the art at the time of the invention to 
combine the honeycomb structure of Huguchi with material make up of Yoshinori to 
make a honeycomb structure to increase the thermal resistance, oxidation resistance 
and thermal shock nature of the honeycomb structure. (Yoshinori Para. 014) 

As for the use of amorphous silicon in claims 7, since the specification described 
amorphous silicon as a crystalline structure (Para. 29), however in Webster's dictionary, 
the term amorphous (in the context of this art) is taken to mean, "without a clear or 
apparent crystalline form; uncrystallized". Therefore, the use of a metallic silicon is 
considered to be an amorphous silicon due to the vague nature of the specification 
description of what is considered to be an amorphous silicon. 
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In claim 8 where, "the ceramic block is made by bonding a plurality of prismatic 
ceramic members", the "bonding" portion is considered to be a product-by-process 
limitation and even thiough product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process,", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product {In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

In claim 10, the limitation where the porous ceramic is "formed by bonding 
ceramic particles through amorphous silicon" is considered to be a product-by-process 
limitation and even though product-by-process claims are limited by and defined by the 
process, determination of patentability is based on the product itself. The patentability 
of a product does not depend on its method of production. If the product in the product- 
by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process.", (In re 
Thorpe, 227 USPQ 964,966). Once the Examiner provides a rationale tending to show 
that the claimed product appears to be the same or similar to that of the prior art, 
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although produced by a different process, the burden shifts to applicant to come forward 
with evidence establishing an unobvious different between the claimed product and the 
prior art product {In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983), 
MPEP2113). 

Consider claim 12, as stated above the metallic silicon of Yoshinori is 
considered to be an amorphous silicon. However, Yoshinori does not specifically teach 
that the silicon has a half-width value of Si peak (2e=about 28°) of an X-ray diffraction of 
not less than 1 .0°. But since the metallic silicon is considered to be an amorphous 
silicon and since the limitation described in claim 12 is a mere physical characteristics of 
.an amorphous silicon, the metallic silicon taught by Yoshinori is considered to have the 
same physical limitations, since it is considered to be an amorphous silicon. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gordon R. Baldwin whose telephone number is 
(571)272-5166. The examiner can normally be reached on M-F 7:45-5:15. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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